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EXAMINER'S ANSWER 



This is in response to the appeal brief filed on 13 February 2008 
appealing from the Office action mailed on 21 September 2006. 



Application/Control Number: 10/672,323 Page 2 

Art Unit: 1791 

(1) Real Party in Interest 

A statement identifying by name the real party in interest 
is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, 
interferences, or judicial proceedings which will directly affect 
or be directly affected by or have a bearing on the Board's 
decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief 
is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after 
final rejection contained in the brief is incorrect. 
No amendment after final has been filed. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief 
is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be 
reviewed on appeal is substantially correct. The changes are as 
follows: The rejection of claims 7-23, 35, 36 and 38 under 35 USC 
§102 (b) as being anticipated by Adams et al (WO 99/24991 Al) and 
the rejection of claims 7-23, 35, 36 and 38 under 35 USC §103 (a) 
as being unpatentable over Pomfret et al (article, "Inherently 
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Electrically Conductive Fibers Wet Spun from a Sulfonic Acid- 
Doped Polyaniline Solution") have been withdrawn. 
WITHDRAWN REJECTIONS 

The following grounds of rejection are not presented for 
review on appeal because they have been withdrawn by the 
examiner. The rejection of claims 7-23, 35, 36 and 38 under 35 
USC §102 (b) as being anticipated by Adams et al (WO 99/24991 Al) 
and the rejection of claims 7-23, 35, 36 and 38 under 35 USC 
§103 (a) as being unpatentable over Pomfret et al (article, 
"Inherently Electrically Conductive Fibers Wet Spun from a 
Sulfonic Acid-Doped Polyaniline Solution") have been withdrawn. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to 
the brief is correct. 

(8) Evidence Relied Upon 

WO 99/24991 Al ADAMS et al 05-1999 

(9) Grounds of Rejection 

The following ground (s) of rejection are applicable to the 
appealed claims: 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms 
the basis for all obviousness rejections set forth in this Office 
action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
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art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant 
is advised of the obligation under 37 CFR 1.56 to point out the 
inventor and invention dates of each claim that was not commonly 
owned at the time a later invention was made in order for the 
examiner to consider the applicability of 35 U.S.C. 103(c) and 
potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103 (a) . 

Claims 7-23, 35, 36 and 38 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Adams et al (WO 99/24991 Al) . 

Adams et al (see the entire document, in particular, page 1, 
lines 1-13; page 4, lines 2-6 and 25-30; Examples 3-5) teaches a 
process of making polyaniline fiber by spinning a polyaniline 
composition through a spinneret into a coagulant (i.e., wet 
spinning) . Adams et al does not explicitly teach the claimed mass 
percentages or temperature limitations. The mass percentages 
would have been obvious to one of ordinary skill in the art at 
the time the invention was made in the process of Adams et al 
principally because Adams et al teaches 60% doping (of the 
polyaniline) and to provide compositions which are capable of use 
in a wet spinning process in order to manufacture conductive 



Application/Control Number: 10/672,323 Page 5 

Art Unit: 1791 

fibers made from polyaniline . The temperature would have been 
obvious to one of ordinary skill in the art at the time the 
invention was made in the process of Adams et al principally 
because polyaniline is generally synthesized at relatively low 
temperatures (e.g., about -25°C) and Adams et al teaches (page 7, 
Example 3) that a pot (containing the mixture) is brought to 
(i.e., heated) and held at a temperature of 50 ± 5°C (i.e., the 
pot is heated to, and held at, a temperature of from 45°C to 
55°C, which means that the pot was at a temperature below 45°C 
prior to heating, which includes temperatures below 35°C and down 
to the temperature at which polyaniline is synthesized) . 
(10) Response to Argument 

Appellant emphasizes (page 9) that instant claim 7 recites 
adding between 6 and 14 mass% of a mixture of AMPSA and 
polyaniline containing between 2 and 12 mass% water to DCAA such 
that there are between 30 and 100 molecules of AMPSA per 100 
aniline repeat units of polyaniline (i.e., between 30 and 100% 
doping of the polyaniline) while the temperature does not rise 
above 35°C, in order to retard gelation of the solution and allow 
for wet spinning of the solution (citing page 11, lines 13-21 of 
the instant specification) . Examiner responds that the mass 
percentages would have been obvious to one of ordinary skill in 
the art at the time the invention was made in the process of 
Adams et al principally because Adams et al teaches 60% doping of 
the polyaniline (the instant process recites between 30 and 100% 
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doping) and to provide compositions which are capable of use in a 
wet spinning process (since Adams et al teaches a wet spinning 
process, Adams et al would also be interested in having a 
solution which is not gelated and which could be wet-spun) in 
order to manufacture conductive fibers made from polyaniline. 
Adams et al (page 4, lines 2-6 and 16-24) teaches that the 
polyaniline/AMPSA/DCAA mixture may contain additional solvents or 
diluents, including water. Regarding the temperature, this would 
have been obvious to one of ordinary skill in the art at the time 
the invention was made in the process of Adams et al principally 
because polyaniline is generally synthesized at relatively low 
temperatures (e.g., about -25°C) and Adams et al teaches (page 7, 
Example 3) that a pot (containing the mixture) is brought to 
(i.e., heated) and held at a temperature of 50 ± 5°C (i.e., the 
pot is heated to, and held at, a temperature of from 45°C to 
55°C, which means that the pot was at a temperature below 45°C 
prior to heating, which includes temperatures below 35°C and down 
to the temperature at which polyaniline is synthesized) . 

Appellant argues (page 10) that claim 7 recites continuously 
extruding a composition, and that Adams et al does not teach or 
suggest continuous extrusion. Examiner responds that Adams et al 
does teach or suggest continuous extrusion (e.g., page 1, lines 
1-13 and page 4, lines 26-30 refer to wet spinning and Example 3 
(page 7, line 19) refers to formation of a continuous filament) . 
Regarding the lengths cited by appellant (i.e., 10 mm, 10 mm and 
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2 9 mm) , these lengths of filament are used to determine 
conductivity and tensile strength at break. 

Appellant argues (page 10) that Adams et al teaches away 
from the presently-claimed invention because Adams et al does not 
teach a temperature that does not rise above 35°C. Examiner 
responds that this temperature would have been obvious to one of 
ordinary skill in the art at the time the invention was made in 
the process of Adams et al principally because polyaniline is 
generally synthesized at relatively low temperatures (e.g., about 
-25°C) and Adams et al teaches (page 7, Example 3) that a pot 

(containing the mixture) is brought to (i.e., heated) and held at 
a temperature of 50 ± 5°C (i.e., the pot is heated to, and held 
at, a temperature of from 45°C to 55°C, which means that the pot 
was at a temperature below 45°C prior to heating, which includes 
temperatures below 3 5°C and down to the temperature at which 
polyaniline is synthesized) . 

Regarding appellant's comments with respect to Adams et al 

(pages 12 and 13) , there is no apparent significant temperature 
rise in the solution principally because Adams et al teaches 

(page 7, Example 3) that a pot (containing the mixture) is 
brought to (i.e., heated) and held at a temperature of 50 ± 5°C 

(i.e., the pot is heated to, and held at, a temperature of from 
45°C to 55°C, which means that the pot was at a temperature below 
45°C prior to heating) . Thus, even if the 

homogenization/protonation is appreciably exothermic, the mixture 
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must still be heated in order to raise its temperature to at 
least 45°C. 

Regarding appellant's comments with respect to Adams et al 
(page 14) , Adams et al (page 4, lines 2-6 and 16-24) teaches that 
the polyaniline/AMPSA/DCAA mixture may contain additional 
solvents or diluents, including water. 

Regarding appellant's comments with respect to Adams et al 
(pages 14 and 15) , Adams et al does teach or suggest continuous 
extrusion (e.g., page 1, lines 1-13 and page 4, lines 26-30 refer 
to wet spinning and Example 3 (page 7, line 19) refers to 
formation of a continuous filament) . Regarding the lengths cited 
by appellant (i.e., 10 mm, 10 mm and 29 mm), these lengths of 
filament are used to determine conductivity and tensile strength 
at break. 

(11) Related Proceeding (s) Appendix 

No decision rendered by a court or the Board is identified 
by the examiner in the Related Appeals and Interferences section 
of this examiner's answer. 

For the above reasons, it is believed that the rejections 
should be sustained. 

Respectfully submitted, 

/Leo B. Tentoni/ 

Primary Examiner, Art Unit 1791 



Conferees : 
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/Steven P. Griffin/ 

Supervisory Patent Examiner, Art Unit 1791 
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/Yogendra N Gupta/ 

Supervisory Patent Examiner, Art Unit 1791 
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